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40. (New) The arrayAf claim 34, wherein the modified oligonucleotide is 



characterized by modification of a^ least 25% of the 



further 



intemucleoside linkages of the oligonucleotide. 



41. (New) The m^^T^ 34, wherein saidmodified oligonucleotides have 
length of fi-om about 80 to about 3cSaVcleotides. 



an average 



■ 42.(New) The anaycfclain, 34, wherein said modified digonucleoades have an average 

length of fi-om about 100 to about 20O nucleotides. 

^\ 43.(New) The W of claim 34, wheretn oligonucleoddes of each of s^d oligonucleofide 
-7co/p„s,t,o„s has a differe„.k.„ce from <.igo„ucleofidcs of oftei oligonucleofide composition 
on the array. \ 



44.(New) The array of claim 34. wherein each oligonucleotide 
population of identical oligonucleotides. 



composition comprises a 



^ 45.(New) Thearrayofclaim34.whereineachohgonucleotidecompositioncomprisesa 

plurahty of oligonucleotides that bind to a particular nucleic acid. 



46.(New) The array of claim 34, wherein the number of oligonucleotide 
array ranges from about 2 to about 10'. - 



compositions on said 



REMARKS 

Claims 34-46 are pending in this application. 

Claims 22-33 have been ca™=eled. and claims 34-46 added, to more particularly point out and 
.st.nct y cla,m the invention. Sup^rt for new i„de,«nden, Cairn 34 can be found in originaUy filed claim 
and tht^ughout the speciflcafion, particularly at page 1 Mines 1-7; page 38, Example 2 (fines 1-17) and 
page 10, hnes 2-26. f v /^ana 
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Support for dependent claims 35 and 36 can be found at page 8, lines 11-15 
Support for dependent claim 37 can be found at page 11, lines 4-6 
Support for dependent claims 38 and 39 can be found throughout the specification , with an 
exemplary passage at page 10, lines 17-18. 

Support for dependentclaims40-46 can befoundinori^nally filed Claims 13and4.9 
respectively. ^' 

No new matter is a added by any of the amendments. 
Telephonic Interview ^xA t^ Examinpr 

apphca„„„. Ca,™. as a„.„ded he^„ a„ i„ *e sa™ group . ... „H^„aUy elected claims. 

The Invention in Gfinpra] 

The presently pe„di„g c^^ are directed to a,„ys with associated con,positions of ,) 
Jcleottdes having i™aeased acid stability and increased bmding relative to 
nucletc add having the same sequence; 2) whete such mocHfied oligonucieoddes 



o^gonucl^udes having .nc^ased acid stahtlity and incteased biding r^^^^^ 

ubstrate and 3, where the oligonucleotides of thecon^sitions are designed so that each oligonucleotide 
cotnposttton wi„ have approximately the same T„ as the other compositions on the array whe u j 

™hthetarget„„cleicacid.Thesean.yshaven„merousadvantagesovera,,ays.„oJi„,h 
T ese characteHsttcs also allow the cleat^ceof the target nt.«c acids from the^ys of the inve, 

*w.„gtea„ays.obere„sed.Compo.,onsha™gcons.ntT„c.also.lowforUJil 
-set nucletc adC to the a..y at an op.,mi.d .mperato. for binding. Cea^nce of t e targetl, ,c 
acds can also be optin«zed for a specific temperature. 

The acid staNlity of fte bound oltgonucleoddes .lows the Ceat^nce of the target nucleic acids bv 
.^.gthea„ays.oa..cco.itio„s.fnadditio„,,.facttha.each.^^^^^ 
de^tgned to have approximately the s»e T„ with its target bin*„g partner .lows the an.y to be 



art. 

invention, 
of 
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nucleic «idsfrc™bi„,„9calsou,.« . . """^^ ^ contacted wi.h targe. 

v/iu^Lcu sources, e.g,, human tissue withour mnnir^^^ - 

exonucleasesptesent in the sample. P-nflcatton to eWnate the 

Restricfinn Rpr|..,r,.mpnt 

subject matter. The new claims added herein claim the subject matter of r t u 

Objection fn the SpRrifin^H^n 

-ot„..c.edjz: — 

Response to Office Action and i. T ™ P'^™'- 

specification. """" ""^ — ^-o the 

A sequence listing is also being filed herewith to comply with 37 CFR I S„ ,k . , „ 
■he specification discloses only two sequences a„d ,h ' 
Of the Claimed atrays the elecL ofTo ^ ™" - »entive feature 

.he applica^on. ~ ^^"'^ ^ "^^^^ "> —on of 
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iiic bpecincation m a manner to allow one skiUpH in tu^ , . 

3 W race *a, .he a.oci«ed co™p„.i,i„„ ^ ' '""•""^^""^ 

wi* a spe* .„,e. „uc,e,c acid „n„.rrd r ^ 

-.«ane„,.a„dwo.d„„,^„.„„,,:;::::~^ 

Bxan^ie 2, pa,e 3S „„es ,.n ^ "'"^ ""'^ " ^" ""^ " - 

Accordi„gly,AppHcan<srespecffl,]|yreques.wi.hdrawal„f,he511, f , 
originally fited claims 1-21 a, it „,»,K. . ^' "'""^ ^1 12, first paragraph rejeclion of 

a.n,s 1 21 as ,t may be applted to presenfly pending ^ 

Eeieclion|m»r3SUSr8li, ..„„rtp^ 

Claitns 1-9 and 14-15 weiealsoiejectedunderSln a 
POin.o.ta„d.s.„c.ycl.mthatw.ch .esul!^^^^^^^^^^^ 

-Hs™de.d™.„..ythe,a„,.,eo..p.^n:,y;d:;:r^^^^^^ 
-.rcr::—— ^^^^^^ 

acid stability relative to a naturally occntrlng ohgonlle tid 1! ^""^ 
"~oft.„,,on„cle„.idesofeachcLp^sitio!™^^^ 
-a..„p..„.n.o..ass.atedo,,gonncle.ide::^^^^^^^^^^^^^^ 



-6- 



AttyDkt.No.:OLIG-020 
USSN: 09/408,761 

me or J end of the associated oligonucleotide 

Accordmgly.Applicantsrespectfullyrequest withdrawal ofthe5112 .e.n h 
astheyn^ghtapplytothepresentlypendingclaims. ^^^'^^ §^^2' P-^-ph rejections 



• - Rejection of cla ims 1-Q .nH id .^n^,, T^rj^imij^ 

^l--l-9andl4standrejectedunder§103asobviousoverU.S.Pat No 5986083rh . 
Dwyer") in view of WO 94/15619 (hereafter "Miller'n ^ 
Pat. No. 5,861,242 (hereafter "^^7! ^^^^"^ ^"er in ^rther view of U.S. 

---othepreselypendLgl;^^^ 

To establish a case of prima facie, three basic criteria must be mef 1 Uh. 

:r:;r:rr 

.he c,a,™ed c„™b,„a.™ and U,e „le e — J ' " 

TTe pre.„„y pending Cai™ a. no. prt™ facie „bv,ous over ,he cited ar> as he 1^ 
ail ofthe elements „fp„„„ facie Obviousness Specificailv ,he "^^ - 
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characteristics associated on a substrate. Dwver et .1 «icn a 

T.for,heta,e„ded„„c,eic«id,a,ge.. ''""^ ^-^"i ^PP™xi™a.,y sa^e 

Accordingly, a. each a„d every |i™,a,i„„ ^ „„, 
combi„a.io„, .He Cain. a. no, p„„,.,„„, ^ J"^''^ " -^f— ^ione orin 

suggestion the Cainred cc^binadon, and ,H. one *Uedi„ d,!l T 

<^ee,en,en.ord.ep.esen.„ve„,on.„o..narI!:rrr?°''""™'"'°^°*"^ 
^ven..on.App„ca„.™y^„,,..,,^^^^^^^^^^^ 

clain^ as presently pending. ^ ' ^ 



Conclusion 

™.roir:i~.^^^^^^^^^^^ 

« CO practice ,he invention as c,ai„.d UolT^ ! ""^ 
ci.edart,ast.ar,does„o.teacheac.andeC~ 
wouidnotpro^ptones^MtnthearttoconcrorpI^^^^^^^^ 
App.ca„tsrespec,.„yre,„es.a,,„wanceon.ec,.„.as;X "^"''^ 
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The Commissioner is hereby authorized to charge 

which may be required by this paper, or to credit any ovetpavment to n • . 

ny overpayment, to Deposit Account No. 50-0815. 



any fees under 37 C.F.R. §§ 1.16 and 1.17 



Date:_i/^^J_/0^ 



BOZICEVIC, FIELD & FRANCIS LLP 

Hamilton Avenue, Suite 200 
Palo Alto, California 94301 
Telephone: (650) 327-3400 
Facsimile: (650)327-3231 

F:\DOCUMEN'nOLIG\020\supp resp.wpd 




Respectfully submitted 
BOZICEVIC, HELD k FRANCIS LLP 



By. 



Dianna L. DeVore 
Registration No. 42,484 
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